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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of lime may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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1)03 Responsive to communication(s) filed on 09 May 2005 . 
2a)[X] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1^4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E><] Claim(s) 1^4 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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1 0 Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set. forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on May 
9, 2005 has been entered. 

It is noted that new limitations in the claims were not 
underlined (to indicate that they are newly presented) as 
required. 

Claims 1-4 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description 
requirement. The claim (s) contains subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), 
at the time the application was filed, had possession of the 
claimed invention. There is no basis in the original disclosure 
for the guide means defined in claim 1, lines 14-15, 28-29- and 
38-42 and similarly in claim 4. There is no indication in the 
original disclosure that the second wire-like element guides the 
cord-like object into engagement with the hook-shaped distal end 
of the first wire-like element as opposed to, for example, 
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merely retaining the cord-like object within the hook after the 
cord has entered the hook. The term "guide" requires the cord- 
like object to contact the second wire-like element prior to 
engagement with the hook-shaped 'distal end of the first wire- 
like element and be guided into the hook of the second wire-like 
element. The original disclosure nowhere discloses this 

function for the second wire-like element. 

Claims 1, 2 and 4 are rejected under 35 U.S.C. 103(a) as 

* 

being unpatentable over Yoon (5,026,379) in view of Yoon 
(5, 226, 426)'. Yoon (5, 026, 379) shows a' device 10 for grasping 
thin cord-like objects (such as Fallopian tubes or vas deferens 
as described in col. 1, lines 6-15) comprising hollow rigid 
shaft 14, solid rod 12, first and second wire-like elements (the 
forceps jaws shown in figure 25 or figure 26, for example), the 
first wire-like element (the lower jaw in either figure 25 or 
figure .26) comprising a proximal segment (the right half of the 
lower jaw) and a distal segment (the left half of the lower jaw) 
defining a hook-shaped configuration, the second first wire-like 
element (the upper jaw in- either figure 25 or figure 26) 
comprising a proximal segment (the right half of the upper jaw) 
and a distal segment (the left half of the upper jaw) defining a 
guide means, • the first wire-like element distal segment 
extending in a direction toward the second wire-like element 



Application/Control Number: 10/623,884 Page 4 

Art Unit: 3731 

distal segment (noting in figure 26 the very short straight 
segment at the end of the curved hook which points to the upper 
jaw) and substantially normal to said second wire-like element 
distal segment (i.e., normal to the main portion of the distal 
segment which extends diagonally upward from the bottom right to 
the top left) and activation means 32. Yoon (5, 026,379) fails 
to show the distal end of shaft 14 as being pointed. However, 
making the Yoon (5,026,379) hollow shaft 14 pointed in order to 
more easily penetrate tissue would have been obvious in view of 
the Yoon (5,226,426) teaching of providing such a point 46 on 
hollow shaft 32 apparently for. this reason. Note figures 9-10 
of Yoon (5,226,426) which show grasping means 132,134. As to 
claim 2, the distal end of the Yoon (5, 026,379) shaft 14 is 
curved since the prongs formed by slot (col. 6, line 62 to col. 
7, line 7) are curved in the circumferential direction since the 
cross-section of the shaft 14 is circular. 

Claim 3 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yoon (5,026,379) in view of Yoon (5,226, 426) 
as applied to claim 1 above, and further in view of ' Hasson 
(4,174,715). Yoon (5,026,379) fails to show a spring. Providing 
a spring to automatically retract the Yoon (5,026,379) wire- 
like jaws, inside the shaft in order to make the instrument 
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* 

easier to operate would have been obvious in view of the Hasson 
teaching of providing spring 44 for this reason. 

Applicant's arguments with respect to claims 1-4 have been 
considered but are moot in view of the new ground (s) of 
re j ection . 

This is a continuation of applicant's earlier Application 
No. 09/742,023. All claims are drawn to the same invention 
claimed in the earlier application and could have been finally 
rejected on the grounds and art of. record in the next Office 
action if they had been entered in the earlier application. 
Accordingly, THIS ACTION IS MADE FINAL even though it is a first 
action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension • of time policy as set forth in 37 
CFR 1 .136(a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no, however, 
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event will the ' statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Michael 
Thaler whose telephone number is (571)272-4704. The examiner 
can normally be reached Monday to Friday. 

If attempts to ■ reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Anhtuan T. Nguyen can 
be reached on (571)272-4963. The fax phone number for the 
organization where this application or proceeding is assigned is 
(703)872-9306. ' ' 
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